TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today
(1) was not witten for publication in a |l aw journal and
(2) is not binding precedent of the Board.
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! Application for patent filed March 10, 1995. According

to appellant, this application is a continuation-in-part of
Application No. 08/174,498, filed Decenber 28, 1993, now
abandoned.
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This is a decision on an appeal fromthe final rejection
of clainms 1 through 10 and 12 through 16 which are all of the
clainms remaining in the application.

The subject natter on appeal relates to a nmethod for
prepol yneri zati on of a supported catal yst system which
conpri ses prepolynerizing a highly active supported
net al | ocene catal yst systemw th olefin nononmer feed in the
presence of hydrogen. Further details of this appeal ed
subject matter are set forth in representative i ndependent
claim1, the sole independent claimbefore us, which reads as
fol | ows:

1. A nethod for prepolynerization of a supported catal yst
system conpri si ng:

(a) conbi ni ng:
(i) a supported netal |l ocene catal yst system
havi ng an activity greater than about 100, 000
g/ g/ hr.;

(ii) at least one al pha ol efin nononer feed; and

(ii1) added hydrogen under prepolynerization
reaction conditions; and

(b) recovering a prepolynerized supported catal yst
system

The reference relied upon by the exam ner as evidence of

obvi ousness i s:
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Tsutsui et al. 5, 266, 544 Nov. 30,
1993
(Tsut sui)

Al'l of the appeal ed clains stand rejected under 35 U S. C
8§ 103 as bei ng unpatentable over Tsutsui.?

W refer to the brief and to the answer for a conplete
exposition of the opposing viewoints expressed by the
appel | ant and the exam ner concerning the above noted
rejection.

OPI NI ON

For the reasons set forth in the answer and bel ow, we

will sustain the rejection before us.

W agree with the exam ner that the Tsutsui reference

evinces a prim facie case of obviousness with respect to a
met hod for prepol ynerizing the catal yst systens di scl osed
therein, including those having an activity within the here
claimrange, with an ol efin nononer feed and added hydrogen.
In support of his contrary view, the appellant argues that

“(1) Tsutsui discloses a vast nunber of netall ocenes with no

2 As correctly indicated on page 2 of the answer, the
clainms on appeal will stand or fall together; see 37 CFR 8§
1.192(c)(7)

(1995).
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direction toward sel ecting those having high activity,
specifically greater than about 100,000 g/g/hr, for

prepol yneri zati on with hydrogen; and (2) Tsutsui |eads away
fromselecting the netall ocenes required by Applicant’s clains
[ because] [i]n the exanples,

Tsut sui uses only one type of netallocene, nanely,

bi s(met hyl cycl opent adi enyl ) zirconiumdichloride” (brief, page
4). This argunent is unpersuasive.

In the first place, we share the examner’s view that
Tsutsui discloses in colums 7 and 8 a relatively limted |ist
of transition netal conpounds which are zirconium based as
preferred by patentee (e.g., see lines 59 through 62 in colum
6) and which include those disclosed by the appell ant
(according to the exam ner’s undi sputed finding in the
par agraph bridgi ng pages 5 and 6 of the answer). Furthernore,
we perceive no logic in the appellant’s viewpoint that
Tsutsui’s exenplification of only one netall ocene type sonehow
| eads away fromthe other netall ocenes disclosed by patentee
i ncludi ng those having a high activity. W see no reason why

an artisan with ordinary skill would have attached any
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significance to the fact that Tsutsui’s exanples utilize only
one type of netall ocene.

Havi ng determ ned that a prinma facie case of obviousness

has been established, we nust now begi n anew our assessnent of
t he obvi ousness i ssue before us taking into account al
evi dence of record for and agai nst an obvi ousness concl usi on.

See, for exanple, In re R nehart, 531 F.2d 1048, 1052, 189

USPQ 143, 147 (CCPA 1976).

As evi dence of nonobvi ousness, the appellant points to
the exanples in his specification which are said to evince
that the here clainmed nmethod yields the unexpected result of
i nhibited reactor fouling and catal yst aggl onerati on.

However, even if such results are assunmed to be unexpected,
the specification exanples referred to by the appel |l ant
plainly are evidentially inadequate to outweigh the reference
evi dence adduced by the exanminer. This is because the
exanpl es under consideration (i.e., Exanples 5 through 8)

i nvolve only a single catal yst system having an activity of
360,000 g/g/hr. In contrast, the independent clai mon appea
is significantly broader in reciting “a supported netall ocene

cat al yst system having an activity greater than about 100, 000
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g/ g/ hr.” Ungquestionably, the appellant’s evidence of
nonobvi ousness i s considerably nore narrow i n scope than the
argued cl ai m on appeal .

It is well settled that evidence presented to rebut a

prinma facie case of obviousness nust be commensurate in scope

with the clains to which it pertains and that evidence which
is considerably nore narrow in scope than the clai med subject

matter is not sufficient to rebut a prinma facie case of

obviousness. Inre Dll, 604 F.2d 1356, 1361, 202 USPQ 805,

808 (CCPA 1979). Thus, even assuming that the specification
exanpl es evince unexpected results as urged by the appellant,
it is clear that such evidence, being considerably nore narrow
than the argued cl aimon appeal, is not sufficient to rebut or

out wei gh the exami ner’s reference evidence of prina facie

obvi ousness. It follows that we will sustain the exam ner’s
section 103 rejection of clainms 1 through 10 and 12 through 16
as being unpatentabl e over Tsutsui.

The decision of the exam ner is affirmed.

No time period for taking any subsequent action in
connection with this appeal may be extended under

37 CFR § 1.136(a).
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